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"I 

IL RFJ.ATFD APPKAT^ AND INTRRFKRF.NrRF; 

There are no related appeals or interferences for the above-referenced patent application* 

ITI. STATUS OF CLAIMS 

Claims 1 -62 are pending in the application. 

Claims 1-37 and 56-60 are rejected under 35 U.S.C. §l02(c) as being anticipated by Barnard, 
U.S. Patent No. 6,456.938 Bl (Barnard). 

Claims 38-55, 61, and 62 are rejected under 35 U.S.C. §l03(a) as being unpatentable over 
Neal, U,S. Patent No. 6,192,518 Bl Qsic^l) in view of Barnard. 

All of the above rejections ate being appealed. 

lY^ STATUS OF AMENDMRNTS 

No amendments to the claims have been made subsequent to the final Office Action. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

Generally, aU of the claims are directed toward a user marking up a map displayed on a 
screen of a personal digital assistant (PDA) (e.g., using a stylus). The summary set forth herein will 
describe independent claims 1, 2, 13, 15, 18, 20, 31, 33, 36, 38, 49, 51. and 54, and the dependent 
claims depending thereon. 

Independent claim 1 provides a system for processing markup data for a map on a PDA (see 
page 4, lines 4-7). The first claim element provides for a PDA (see page 6. lines 7-13). The second 
claim element sets forth an applicarion on the PDA that is configured with various functions (see 
page 6, lines 10-13 and page 9, lines 1 1-20). The application fir^st obtains a map as an encoded and 
spatially indexed vector representation of geographic data from a server (see Fig, 4 and page 14, lines 
8-12 and page 15, lines 3-7). The map is displayed on the screen of the PDA (see page 15, lines 3-7; 
item 600 of Fig. 6A, page 21, lines 6-7). The user then marks up the map with a stylus (see page 9, 
lines 9-20; page 15, lines 8-14; page 19, lines 19-23; item 602 of Fig. 6A, Fig. 5; page 21, lines 2-16). 
A file is then created that is comprised of the markup data (see page 15, line 18 — page 16, Hne 23; 
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page 17, lines 16-20; and Fig. 3). TTie file is then uploaded fcom die PDA to the sexver (see 17, lines 
16-20 and Fig. 3). 

Independent claim 2 also provides a system for processing markup data for a map. The 
system of claim 2 provides for a PDA (see page 6, lines 7-13) and an application configured with 
variolas functions (see page 6, lines 10^13 and page 9, lines 11-20). The functions ate set forth in 
two elements: (1) obtaining a file comprised of markup data for a map; and (2) uploading the file to 
a server (see page 15, line 18 ^ page 16, line 23, page 17, lines 16-20, and Fig. 3), 

Dependent claim 3 provides that dhie markup data of r^^^^^y^ 2 comprises pixel data for a 
markup entity (see page 15, lines 19-23). 

Dependent daim 4 depends on claim 2 and provides that the PDA obtains the file of 
markup data by ob rainmg the markup data firom a user (see page 9, hncs 9-20; page 15, Unes 8-14; 
page 19, lines 19-23; item 602 of Fig, 6A, Fig. 5; page 21, lines 2-16). 

Dependent claim 5 depends on claim 4 and provides that the markup data is a redline line 
(sec page 19, lines 19-23 and page 21, lines 1-16). 

Dependent claim 6 depends on daim 5 and provides that the markup data is obtained firom 
the user by determining when a new redline object has been selected and then obtaining a redline 
object while a stylus remains in contact widi a screen of the PDA (see page 19, lines 19-23 and page 
21.hnes 1-16). 

Dependent claim 7 fiirther depends on claim 6 and provides for displaying a text edit dialog 
box on the screen of the PDA and accepting user input in the text edit dialog box (see page 21, line 
17-pagc 22, line 17). 

Dependent daim 8 provides diat the markup data of daim 4 is a note (see page 19, line 1 8- 
page 20, line 6; page 22, hne 19^page 24, line 1). 

Dependent claim 9 obtains the note of daim 8 through various steps including - 
determining when a new note object has been sdected (see Fig. 7 and page 23, lines 1-6), accepting a 
user selection of an anchor point in a display of a map on the PDA (see Fig. 7 and page 23, lines 6- 
7), displaying a text entry screen on the PDA (see Fig. 7 and page 23, lines 7-8), accepting text user 
input into the text entry screen (see Fig, 7 and page 23, lines 8-1 1), and displaying an icon 
representative of a note at the anchor point (see Fig. 7 and page 23, lines 11-13). 
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Dependent claim 10 further ekbotates on the data uploading to a server set forda in daim 2. 
Initially, a socket connection is obtained Subsequently, an inventory of resident mapsets is 
obtained. The application then searches for markup data associated.with the resident mapsets and 
uploads all of the resident maxkup data to the server, (See Fig. 4 and page 1 8, line 1 9 — page 1 £), line 

11). 

Dependent claim 1 1 provides a further limitation relating to claim 1 0. Specifically, claim 1 1 
provides that the markup data is uploaded to a server directory on a server using a hypertext transfer 
protocol PUT request (see page 19, hnes 3-1 1). 

Dependent claim 12 depends on claim 11 and provides that the application dovtmloads new 
mapsets, deletes unreferenced mapsets, and deletes any markup data associated with the deleted 
mapsets (see Fig, 4 and page 19, lines 7-1 1). 

Independent claim 13 provides a system for processing markup data for a map. This ^-l^iTn is 
directed towards the server perspective and accordingly details the actions performed by a server. 
First the server obtains a file comprised of markup data for a map (sec page 15, lines 18-19). 
Thereafter, the server converts the markup data to coordinate data and uses the coordinate data to 
obtain a standard data format (SDF) file diat can be used to superimpose the markup data on the 
map (sec page 15» line 19 - page 16, line 4), 

Dependent claim 14 provides details regarding the coordinate data of claim 13. Namely, the 
coordinate data comprises mapping coordinate system (MCS) coordinates (see page 15, lines 19-23). 
Further, the server converts the MCS coordinates into latimde/longitude coordiaates (see page 15, 
lines 19-23), 

Lidcpendent claim 15 is directed towards a graphical user interfice (GUI) used to obtain 
redlinc markup data on ±e PDA. Specifically, claim limitations specify diat die graphical user 
interface determines when a new redline object has been selected (see Fig. 5, Fig. 6A, and page 21, 
lines 2-16) foUowed by obtaining a redline object while a stylus remains in contact wida a screen of 
die PDA (see Fig. 5, Fig. 6A, and page 21, hnes 2-16). 

Dependent claim 16 provides further details with respect to claim 15. Namely, the GUI 
displays a text edit dialog box on the PDA screen and accepts text user input in the text dialog box 
(see page 21, line 17-page 22. line 17). 
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Dependent cbim 17 provides the futthei ability to synchronise the redline maikup data widi 
a server (see Fig. 4, page 18, line 19-page 19, line 16). 

Independent claim 1 8 is similnr to independent claim 15 but provides details for obtaining 
note markup data for a map on a PDA ^e. instead of redline markup data as in claim 15). In this 
regard, die limitations are similar to those set forth in claim 9 above. Namely, the application 
detetmines when a new note object has been selected (see Fig. 7 and page 23, lines 1-6), accepung a 
user selection of an anchor point in a display of a map on the PDA (see Fig. 7 and page 23, lines 6- 
7), displaying a text entry screen on the PDA (see Fig. 7 and page 23, lines 7-8), accepting text user 
input into the text entry screen (see Fig. 7 and page 23, lines 8-11), and displaying an icon 
represencarive of a note at the anchor point (see Fig. 7 and page 23, lines 11-13).. 

Dependent claim 19 synchronizes the markup data with a server (see Fig. 4, page 18, line 19- 
page 19, line 16). 

Dependent claims 56, 57, and 58 provide limitadons with respect to the system of claims 1, 
2, and 13 respectively. Namely the file comprised of madcup data is sepatatc ficom die file 
comprised of the geographic data and the map. 

Claims 20-37 and 59-60 are method claims corresponding to system claims 2-19. 

Claims 38-55 and 61-62 arc article of manufacture claims corresponding to system claims 2- 

19. 

VI. GROUNDS OF REJECTTQN TO BE REVTEWED ON APPEAL 

Claims 1-37 and 56-60 stand rejected under 35 U.S.C. §1 02(e) as being anticipated by 

Barnard. U.S. Patent No. 6,456,938 Bl (Bamarc^. 

Claims 38-55, 61, and 62 stand rejected under 35 U.S.C. §103(a) as being unpatentable over 

Ncal, U.S. Patent No. 6,192,518 Bl (Neal) in vicrw of Barnard. 

VIL ARQUMBNTS 

A. . Barnard Does Not Qualify as a Prior Art Reference 

Appellants siobmit that Barnard does not qualify as prior arc widi respect to the present 
invention. Specifically, the present invention was filed on July 31, 2000 and claims priority to 
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various provi&ioml applications filed on October 12, 1999 and Mardi 29, 2000. However, Barnard 
was metely filed on July 21, 2000 and claims pnoncy to a provisional application filed on July 23, 
1999. Thus, while Barnard's provisional date beats the fihng and priority dates of the present 
application, Barnard's acnial filing date fails to beat the provisional based priority dates of the 
present invention. In this regard. Appellants submit that the present invention is entitled to the 
priority dares based on the claim language and support under 35 USC 112 found in the provisional 
applications relied upon. Accordingly, the question arises as to whedier Barnard's provisional date 
may be used to establish priority over the present invention. 

To rely on a provisional filing date to beat the date of the present invention, two conditions 
mtist be satisfied: (1) tlie subject matter of die claim in the issued patent must be supported in 
accordance with 35 U.S.C 112, first paragraph, in the earlier filed application, AND (2) die subject 
matter used in the rejection must be discbsed in the earlier-filed application in compliance with 35 
U.S.C. 112, first paragraph, in order for that subject matter to be entitied to the earlier filing date 
under 35 U,S,C. 102(e). (See MPEP 201.11 and MPEP 706.02(f)(1); Tn>»!^ v. Btomet, he, 156 F.3d 
1 154, 47 USPQ2d 1829 (Fed. Cir. 1998); In n Scheiber, 587 F.2d 59, 199 USPQ 782 (CCPA 1978); 
SiudimgesellscbafiKoble m.kH. v. ShdlOilCo,, 112 F.3d 1561, 1564, 42 USPQ2d 1674, 1677 (Fed. Cir. 
1997); and TSlm'^ilkadM^,. LA^C. v. Vem$<^rMJg. Co., 298 F.3d 1290, 1294, 63 USPQ2d 1843, 
1846 (Fed. Cir. 2002)). 

It is clearly apparent diat Barnard fails to meet the above nvo standards. For example, in 
rejecting claim 1, the Office Action relies on col. 42, lines 58 through coL 43, line 5 of Barnard to 
leach the dnimcd clement of "encoded". Col 42, lines 58 through coL 43, line 5 of Barnard is a 
portion of claim 44 of Barnard. The claims of Bamard are the orily area of Barnard that utilize the 
term "encode". For these claims to have prionty based on the provisional date, the provisional must 
support the claims as issued AND the subject matter used in the rejection (i.e., the use and 
description of the "encoding") must be disclosed in the provisional application. However, upon an 
examination of Bamard's provisional application (provided by the Examiner), there does not appear 
to be any use or descnption of an "encoding" or a process where data is encoded whatsoever. 
Further, Barnard's provisional application lacks support under 35 USC 1 12 for a portable 
information processing and viewing device chat has an information processor for the storage. 
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retrieval, and processing of data, which encodes informadon, Appelkncs were xinable to find any 
reference in Barnard's provisional to an information processor or encoding. 

In view of the above, Appellants submit that the subjeci matrer used to reject ckim 1 was 
not disclosed in Barnard's provisional in accordance widi 35 USC 112. Further, the subject matter 
used in the rejection ^e., claim 44) lacks support \mder 35 USC 1 12 in Barnard's provisional 
application. Accordingly, the relied portion of Barnard cannot be used to reject the claims. 

In response to the above assertions the final Office Action provides: 

Examiner disagrees as per MPEP 201.04(b) as sec 35 USC 119(c) the provisional applicanon 
date is the c^iriy fifing dace of non-provisional application. Bamaid does teach an encoded and 
spatially indexed vector representation of geographic data. (Claims 54 and 55 of Barnard's do teach a£ 
well as elaborate tenn encoding and representation of geographic data. Barnard disclosure (Detail 
description) has same teaching and elaboration in (Cols. 12*18. 22, 27, 31, 32, 34-36, and proviidonal 
reaches on pages 52, 53. 54, 55). 

Appellants respectfiilly disagree and traverse the above. 

Firsdy, the Examiner is relying on MPEP 20t04(b) and 35 USC 119(e) which clearly relate 
ro provisional applications and fail to set forth the details with respect to claiming priority which are 
set fordi in MPEP 201.11 and MPEP 706,02(Q(1) and the case law cited above. Such reliance 
completely lacks a legal foundation. 

Secondly, as set forth above, the legal requirements require that (1) the subject matter of the 
claim in the issued patent must be supported under 35 U.S.C. 112 in the piovisinnal . and (2) the 
subject matter used in the rejection must be disclosed in die earlier-filed application. The final 
Of&ce Acrion has relied on provisional application pages 52, 53, 54, and 55 to satisfy both 
requirements (1) and (2). Appellants again note diat pages 52-55 completely fail to mention the term 
"encoding" or **encode" and fail to describe the encoding of any information whatsoever. 
Accordingly, claims 44 and 55 (which both recite and use the term "encode") axe not supported by 
the provisional application. On such a basis, Barnard is not entitled to the provisional date of the 
application. Further, pages 52-55 of the provisional also fail to describe an information processing 
and viewing device diat has an information processor for the storage, retrieval and processing of 
data. Such an information processor Is required in all of the issued claims 44, 54, and 55. In view of 
the above. Appellants submit that the language of the provisional apphcarion does not support the 
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issued claims of Barnard Accordingly, under requirement (1), Barnard is not entitled to die 
provisional date. 

In addirion, under requirement (2), the provisional faik to describe the subject matter diat 
the Examiner has relied upon in the issued utility. Thus, imder requirement (2), Barnard is also not 
cnddcd to the filing date of die provisional application. 

In view of die above. Appellants submit that Bamard is not a valid reference with respect to 
die priority date of the present application and cannot be used to reject the present claims. In this 
regard. Appellants respectfully request that all rejecdons based on Bamard be reversed on such 
grounds. 



B. Independent Claim 1 is Patentable Over the Cited Art 
Independent claim 1 was rejected as follows: 

Regarding Claim 1, Bem^ te^che^ a system for piocesfiing markup daia for a map (Col. 15, 
Lines 39-47) on a persona] digital assistant (CoL 19, lines 4-7) comprisitig: (a) a personal digital 
assistant (CoL 19, Lines 4-7); (b) an application on the personal digital assistant (CoL 15, Lines 39-47, 
CoL 19, Lines 4-7), die application conEguicd to; (i) obtain a map as nn encoded (Col 42, Line 58 to 
CoL 43, Line 5, (Claims 54 and 55 of Barnard's do reach as well as elaborate term encoding and 
representation of geographic data. Barnard discloser (Detail description) has same teaching and 
elaboration in (Cols. 12-18, 22, 27, 31. 32, 34-36, and provisional leaaches on pages 52, 54, 54, 55)) 
and spatially indexed vector representation of geographic data from a server (CoL 14, Lines 47-64); (u) 
display die map on a screen of the personal digital assistant (CoL 15, Lines 39-42, CoL 19, Lines 4-12); 
(iii) obtain markup data (CoL 15, Lbes 34-47) comprised of pixel data (CoL 12, Lines 37-39) from a 
user that utilizes a stylus ro markup the map displayed on the personal digital assistant (CoL 13, Lines 
33^41); ^v) create a file (CoL 18, lincg 14-lB) comprised of the markup data (CoL 21 » Lines 3-63); (v) 
upload the file of markup data £com the personal digital assistant to the server (CoL 36, Lines 33-42). 

Appellants txaverse the above rejection for at least one or more of the following reasons: 

(1) Neither Bamnrd nor Neal teach, disclose or suggest an encoded and spatiaJly indebted 
vector representation of geographic data; 

(2) Neidier Bamard nor Neal teach, disclose or suggest obtaining markup daca, creating 
a file comprised of the markup data, and uploading the markup data fi:om a PDA to a server; 

As described above, independent claim 1 provides a system for processing markup data for a 
map on a PDA, Specifically, an apphcation on a PDA is configured with various functions. The 
application first obtains a map as an encoded and spatially indexed vector representation of 
geographic data firom a server. The map is displayed on the screen of the PDA. The xiser then 
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marks up the map with a styhis. A file is then created that is comprised of the tnarkup data. The file 
is then uploaded from the PDA to the server. 

The cited references do not teach nor suggest these various elements of Appellants* 
independent claims. In addition, as indicated above, the priority date of Barnard cannot be relied 
upon for priority purposes. 

Appellants submit that Barnard fiails to teach the invention as claimed. Specifically, claim 1 
provides that the map is obtained as an encoded and spatially indexed vector representation of 
geographic data. In rejecting tins element; die Office Action relies upon coL 14, Unes 47-64. 
However, this portion of Barnard (and the remainder of Barnard) tnctely describes a vector-map. 
Mere recital of a vector-based map ignores the specifically claimed terms "spatially indexed". Under 
MPEl? §2142 and 2143.03 **To establish prima facie obviousness of a claimed invention, all the claim 
limitations must be taught or suggested by the prior ^Inre Bj>ykc^ 490 F.2d 981, 180 USPQ 580 
(CCPA 1974). '*A11 words in a claim must be considered in judging the patentabihty of that claim 
against the prior art." In n Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970)," In this 
regard, the terms "spatially" and "indexed" cannot merely be ignored when rejecting the claims. 
These terms have specific meanings as set forth in the application. In addition, Barnard completely 
fails to teach, suggest, or even remotely allude to a spatially indexed vector representation of 
geographic data. Instead, Barnard merely describes a vector-map xrithoat disclosing whcti^er it is or 
is not spatially indexed. Such a teaching cannot read on the present invention under either 35 USC 
102 or 103. 

The remainder of claim one provides for obtaining markup data, creating a file comprised of 
the markup data and uploading the markup data fi:om the PDA to the server. Appellants note that 
the file comprised of the markup data is cleady distingoishablc from the map or geographic data as 
set forth in the claims. Specifically, die map is obtained as an encoded and spatially indexed vector 
representation of geographic data from a server. The application on the PDA then creates the file 
with the markup data. In rejecting these claim elements, the Office Action relies on Barnard col. 18, 
lines 14-18, coL 21. lines 3-63, and coL 36, lines 33-42. Appellants note ±at coL 18, lines 14-18 
provide for map data files that includes score card data such as hole data and other course data. In 
this regard, Baxnaxd's map data file contains all of die course data and information for a parricular 
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golf course. This concept of a single fik for all map data is cleadjr set forth in Bamard's provisional 
applicarion on page 37, section 2.3-4. However, Barnard does not teach nor surest diat there are 
two separate files for the map data and the markup data (as claimed). The claims provide for 
creating the file and clearly distinguish berween die fik containing the markup data and die map 
data/map set. Further, to more clearly distinguish that separate files are used, dependent claims 56- 
62 specify that the files are separate (see argument below with respect to these dependent claims). 

Also, as described above, the claims provide that the created file is comprised of die markup 
data. In rejecting the file comprised of markup data, die Office Action recites coL 21, lines 3-63. 
However, Appellants note that nowhere in coL 21, lines 3-63 is there any description of a file 
whatsoever. Further, there is no creation- of a file that is comprised of markup data. Instead, 
towards the end of col 21, Barnard merely describes logging GPS locational data at a ptedetermined 
rate. Such locational data is not markup data as set forth in Barnard or as set forth in the present 
claims. Further, logging GPS data is not even remotely equivalent to creating a file (regardless of 
whether that file is comprised of markup data or not). 

In view of the above, Appellants submit that claim 1 is allowable over the cited references. 
In this regard, various portions of Barnard are not permitted to be relied upon for priority purposes. 
Furthet, the teaching of Barnard fails to set fordi various elements/limitations of the present claims. 

Appellants also note that the above arguments were submitted in response to the first Office 
Action. In response, the final Office Action provides: 

Applicani argues obtaining maikup data> crfiadng a 51e composed of the markup data and 
uploading die markup data £com PDA ro aeivcr. 

Examiner disagrees Bamaid docs teach obtaining madtup data (Col- 21, lines 18-27, col, 25, 
lines 43-49> col- 28, lines 33-61), creating a file comprised of the markup data (Col, 21, Line 17 to CoL 
22, line 67) and uploading the marlcup data feom PDA to server (Col- 25, Lines 33-56). 

Appelknts respectfully disagree with and traverse die above assertions. Appellants asserted 
that Barnard ^ail^ to teach creating a file comprised of the markup data wherein the claims clearly set 
forth that such a file is different from the map received ficom die server. The Examiner disputes 
such an assenion relying on coL 21, line 17 to coL 22, line 67. Instead of teaching the claimed 
limitations, Appellants submit that sach a portion teaches away from the claim limitations- Fiisdy, 
the dted porrion describes die use of a "Mark" function during which pressed position data is stored 
in RAM (see coL 21, lines 30-32). Appellants note that RAM is random access memory and is not a 
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file. As understood in the art, RAM is not created and is temporary memory that is cleady and easily 
distinguishable from the creation of a file which is not stored in RAM but in storage (e.g., a disk). In 
addition, die cited portion clearly indicates that that data i$ logged in Ae map file (see coL 22, lines 
54-55). Appellants note that the map file is the same file daat contains the map diat is being marked 
up. Accordingly, a file comprised of the markup data is not being "created" by the application on 
the PDA. Instead, Barnard's existing map file (and not a newly created file) is merely being used to 
maintain the log. 

In view of the above. Appellants submit that by teaching the logging of data to an existing 
map file, Barnard explicidy teaches away firom the claimed creating of a file that is comprised of the 
markup data and thereafter uploading the file of markup data from the PDA to the server. Thus, 
contrary to that asserted in the final Office Action, Barnard teaches away from the present 
invention. 

In view of the above. Appellants submit that claim 1 is allowable over the cited art and 
requests chat the Board reverse the rejections set forth in the final Office Action. 

C. Independent Claim 2 is Patentable Over the Cited Art 

Claim 2 provides for a PDA, obtaining a filg comprised of markup data for a map and 
uploading the file to a server. Appellants reassert the arguments set forth above with respect to 
claim 1 , In this regard. Appellants submit that Barnard completely fails to describe obtaining a file 
comprised of markup data for a map. Instead, Barnard merely provides for obtaimng position data 
into RAM. Furdier, Barnard merely \iscs a single map data file containing vector and attribute data 
(sec page 20, paragraph 2 of the provisional application). Such a teaching is clearly distinguishable 
from the claimed file, which simply comprises marltup data for a map that is separable from the map 
data, further, dependent claims 56-62 (discussed in detail below) specify that the file comprised of 
ihe markup data is separate from a file comprising the map. 

In view of the above, Appellants submit that claim 2 is allowable over the cited references 
and respectfully requests reversal of the rejections. 
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D. De pendent riaims 3-5 A re Not Separately Atgued-. 

E. D q^Mident Ckim 6 is Pat entAle Over the Gted Alt 

As stated above, this claim specifies details for obtaining markup data from a user. Namdy, 
a determination is made regarding when a new redline object has been selected. Thereafter, a redline 
object is obtained while a stylus remains in contact with a screen of the PDA. 

In rejecting this claim, the final Office Action relies on coL 13, lines 34-41 to teach die 
detettninarion element However, contrary to that asserted in the Office Action, col. 13, lines 34-41 
do not provide for a determining when a new redline object has been selected Instead. coL 13, lines 
30-41 of Barnard merely provides the ability so correct an existing vertex: 

The GPS mapping softwaie of the present invention provides ihe user the ability to move 
enant vcitcxs 35 inio a position on the display that more coaectiy represent tbe perimeter of the 
course attribute being mapped. This is wi opportune rime ^d place to make coirecticw to the data 
smce die user just ctaversed the object and knows its appioxkmiic shape. On die display 28 of die 
Display Module 1 A, as a stylus is touched to a vertex 29 and it is dragged to a location that bener 
defines die shape diat was ju»t mapped, the attached rays 30 follow. When die stylus is removed from 
the Display Module lA, the ntsw vertex location 35A is logged in place of the old one. 

As can be seen in this cited text, Barnard provides Uie ability for the user to select a vertex 
that is part of an existing line and the ability to adjust the vertex. Such a selection of an existing 
vertex is not a determinadon of when a new redline object has been selected. In this regard, a new 
redline object is not equivalent to an existing vertex of a shape. Further, Barnard's shape diat is 
adjusted by moving the selected vertex) is not marking up the shape but is adjusting die sl^pc 
Also, such an adjustment is not a redline line. 

The final Office Action continues and relies upon col. 15, lines 36-54, 56-58, coL 16, lines 
37-42, coL 21, lines 47-62, col. 22, lines 14-40, and col 23, lines 2-7 and 9-27 to teach the claimed 
obtaining of the redline object Furdier, the final Office Action relies on col. 13, lines 49-52, col. 13, 
lines 34-41 , and col. 14, lines 9-1 1 for the stylus controlled aspects of the claitn- Appellants 
respectfiiDy disagree with such an assertion- 
Appellants note that all of the cited portions do not addxess marking up a map through a 
\iser controlled stylus operation. Instead, diese portions of Barnard recited for the "obtaining" 
aspect of the claim describe the process of creating a map or matking up a map merely through the 
use of positioning data obtained by die GPS device. In diis regard, Bamatd completely fails to 
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describe, impliddy or explicitly, the ability to markup a map using a stylus to draw a line. Instead, as 
set forth in coL 21 and 22, the user selects a mark fianction (followed by the selecdon o£a specific 
mark type) wherein the system begins collecring posioon data via die GPS device. Such portions do 
not describe, suggest, or allude to the collecdon of any markup data using a stylus device that 
remains in contact with a screen to create a redline object. 

In addition, the portions relied upon for the stylus aspects of die claim also foil to describe a 
dragging stylus to obtain a redline object. Instead, the deed portions of Barnard (and die remainder 
of Bamaid) merely describe the ability to adjust a vertex (as described above) and daat the system 
may color a vertex in red to indicate the quality of the posddon information (see coL 13, lines 49-51). 
In this regard, the dted portions fail to describe the creation or obtaining of a redline object while a 
stylus remains in contact widi a screen of the PDA. 

In view of the above, Appellants submit that claim 6 is allowable over the dted art and 
respectfully requests reversal of the rejections pertaining thereto. 

F. Dependent Claims _7^8_ A re Not Separately Argued 

G. Dependent Cloiin 9 is Patentable Over the Cited Art 

Claim 9 provides for obtaining a note markup data for a map on a PDA. Specifically> upon 
selecting a new note object, an anchor point is selected, a text entry screen is used to enter text 
input, and an icon representative of a note is displayed at the anchor poinL Appellants submit that 
ndther Barnard nor Neal teach, disdose or suggest displaying an icon representative of a note at an 
anchor point selected by a user. 

In rejecting this claim, the Office Action redtes various portions of cols. 20, 21, 22, and 23. 
However, Appellants note that nowhere in cols. 20-23 is tiierc any suggestion^ implidt or explicit, 
for displaying an icon representative of a note at an anchor point as claimed. To reject this claim 
dement, die Office Action redtes col. 21, lines 65-67 and coL 22, lines 2-5 which provide: 

When "PoiAi" k pressed ihe current location is logged Immedktely following this, tte user 
is prompted for a note to define the pdnt. 
End 

Tht uScr should press the End burron as she nears the original start point of an atea or the 
end of fl line. When "End" is pressed, die user is prompted for a note to be added about that feature 
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As set forth in tbis portion, Barnard mcrdy prompts a user for a note to define a point 
There is no icon displayed or indication diat a note is associated with a particular attribute or anchor 
point on the map (as claimed). The claims specificaUy provide for displaying such an icon. Further, 
an electronic search of Bernard for the tenn ''icon" provides no results whatsoever, Widiout even 
mentioning the word "icon", Bernard cannot possibly teach displaying such an icon at a particular 
location on a map* 

In response to the above arguments, the final Office Action provides: 

(c) display an icon (CoL 23, Lines 2-27, Lines 30-56. CoL 24, lines 2-16, where **CoG" oi 
"f oG" are ICON rcprcstntiiig a specific file to be opeacd by $tylas) reprcscniaiive of a note at the 
anchor point (CoL 21. Lines 65-67, CoL 22, Lines 2-5). 

Appellants respectifuUy traverse these assertions. Again, the claims provide for displaying an 
icon representative of a note at an anchor point. The cited portions (and the remainder of Bamarc^ 
do not provide for displaying any such icon at all. Instead, the cited portions consistently provide 
for labeling the data to be logged in the map file (see coL 21, lines 2-4, 11-13, 19-21, 25-26, etc.). 
Such a label in the map file is not an icon or the displaying of an icon of any sort Instead, die label 
is inserted within the tnap file and is not displayed. 

Additionally, after die data is labeled and completed, the user has the option of adding a 
note. Accordingly, even if the "label" is deemed equivalent to the claimed ICON, such a "label** 
cannot be representative of a note since die label is inserted regardless of whether a note is added. 
For example, coL 23, lines 25-28 provide: 

When '*Rough" is selecced, the system shall label the data to be logged in the map file with a 
unique ideniificr for a rough. It then advances to the next menu. After ''End" is pressed, a note may 
be added. 
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Such a teaching is dearly distinguishable from the present inventioxi. 

The final Office Action then asserts that "CoG' or "FoC are icons repicseniative of a note 
that is displayed at the anchor point AppeUants respectfUUy disagree Fig. 12 iflustiates the items 
CoG: 



SETUP 

> 




AREA 
TEE 


AorL 
BUHKR 


A/UPi 
TREE 


LINE 
PAIH 


fOINT 


DGFS 

> 


FRWAY 


ROUGH 


BUSH 


OB 




LINKS 
> 


GREEN 


WATER 


ROCK 


DITCH 




EDIT 
> 


HOLE 


BLDG 


MOUND 






MARK 














VIEW 
> 




BACK 











FIG. 12 

As illustrated in Fig, 12, the items C-o-G is not displayed at an anchor pomt. Instead, it is 
displayed within a table. Further, similar to the "Rough^* example described above, only after the 
user depresses CoG is the user prompted to enter a hole number and note (coL 24, lines 2-5): 

When "CoG" is selected the GPS location available at tlic scnal port is labeled and logged in 
the map file with a urdqae idendfier for the center of a green. After "CoG" is pressed the user is 
piompied to enter the hole nmnbcr and a note. 

Accordingly, die CoG icon cannot be representative of a note (since the note is only entered 
after the user has depressed an icon), and is not displayed at the anchor point the user has selected 
(as claimed). The similar requirements apply to FoG (sec coL 24, lines 10-13). 

Thus, in view of the above. Appellants submit that Bamard cannot and docs not teach, 
disclose, or suggest the various limitations set fordi in claim 9 and respectfully requests reversal of 
the rejection. 
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servei- 



H. n<>pendent 0 «im 1 0 is Pareatable Over the Gted An 

Dependent claim 10 provides specific limitations regarding the uploading o£ data to the 
SpedficaUy, after a socket connecriofl is obtained, an inventory of the resident mapsets is 
obtained. Thereafter, the PDA appUcation searches for n«dmp data for the resident mapsets. Once 
found, the resident markup data is uploaded to the server. Accordingly, as set forth in die claims, 
die resident markup data resides on the PDA and is uploaded to die server. Further, since die 
markup data resides on die PDA, the search for die data must be conducted on die PDA (and die 
claims specifically provide that die PDA application conducts die search). Furdicr, since die search 
is for data associated \ndi die resident mapsei, it is dear diat die resident mapset (whetiaer on die 
PDA or die server) is separate &om die markup data. AddirionaUy. die daims provide for uploading 
die resident markup data and not for uploading resident mapsets containing resident markup data. 

In rejecting die claims, die final Office Action relies on col. 17, lines 49-coL 18, line 2- 
Thcse portions of Barnard merely describe how a user can upload course data diey have mapped 
across die internet to a web browser. CoL 17, lines 36-55 descnlie how a user searches for a map. 
As set fordi in Barnard, a user searches a company's golf course map database for a particular map. 
Such a search allows die user to upload or download a map. However, such a search does not 
include obtaining an inventory of resident mapsets regardless of whedier such mapsets reside on die 
server or client/PDA- Instead, a search for a name or a more advanced search is conducted. 
Appellants submit diat an inventoty is not even remotely equivalent to a search for a particular golf 

course name- 
In addition to the failure to describe obtaining an inventory, Barnard also fails to describe 
conducting a search for markup data that is associated with resident mapsets (diat are listed in the 
inventory). The dted portions of Barnard (and die remainder of Barnard) completely fail to describe 
a search for markup data for mapsets diat are resident pursuant to an inventory of such mapsets). 
Instead, once Barnard's search for a particular map is conducted, die map searched for may be 
uploaded or downloaded. Such actions do not teach, disdose, suggest, or aUude to die specifically 
claimed limitations set forth in claim 10. 

In view of die above. Appellants respectfiilly request reversal of die rejections. 
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1. Depcndeat Claim 11 is P arentable Ovet the ated Art 

rWim 1 1 adds die further limitation that the markup data is uploaded using an HTTP PUT 
tequest. In rejecting this daim, the final Office Action relies on col. 17, lines 49-52 and coL 15. lines 
32-36 and 45-47, CoL 17, lines 49-52 prc^des that a web server may generate an HTML page with 
results of a search and return the infottnation to a PC via the Internet. CoL 1 5, lines 32-36 provide 
that an image of a local course map requested by a user would have been gathered by aircraft or 
satellite and placed in a publicly accessible database, CoL 15, lines 45-47 provide that die World 
Wide Web Consortium's Vector Markup Language (VML) can be employed to edit 2D golf course 
vectors online. 

As can be seen, none of the dted te^ct recites the use of a PUT command Furdier. none of 
the cited text even describes the uploading of a map to a server from a PDA device. In addition, 
Appellants note that an electronic search of Barnard for the term "put" only provides results for die 
tcims "input" and "pute*. Without even mentioning an HTTP command or a PUT command, 
Barnard cannot possibly, teach, disclose, or suggest, this claimed element 

J. Dependent r laitn 1 9 U Patentable Over die Cited Art 

This dependent claim further builds upon daim 10 and provides that the application on die 
PDA performs addiuonal steps. Namely, any new mapsets are downloaded and un-rcferenced 
mapscts are deleted. Furdier, any markup daci associated with the deleted mapsets are deleted. 
Thus, when viewed in conjunction with claim 10, this claim enables die updating of the PDA device. 
In this regard, new mapsets are downloaded from the server. Additionally, if any mapsct is not 
referenced, the mapset and any markup data associated with the mapset are deleted. 

In rejecting this claim, the final Office Action relies on Barnard coL 20, lines 43-49 which 
provides: 

Fox an entire attiibutc deletioa f^All**) a confintiftiioii window statLng the pending ^rion 
(^all be displayed with a confijcming "Yes" or "No" sclccrion required. The user must select a vertex 
CO be deleted with the stylus before the "Point" button will work. If "Point" is pressed and no point to 
be deleted has been selcacd, the user is prompted to do so. A selected vertex $hflll change from an 
unfilled Zsup.nd box to a Med box when it is selected. Retouching it will deselect it- Further relevant 
description may be fotind under the common components section following the ** Apply", "Save" and 
"Cancel" items. 
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This text dearly fflusnates ttat an attribute of a map oi aU of tlie attributes of a map may be 
deleted. However, deleting attributes of a map ate not simikx nor to chey render obvious die 
deletion of a mapset In this regard, as set forth in the specification and related applications, a 
mapset is a set of maps and not merely a single map (see co-pending United States Patent 
Application Serial No. 09/629.117, entitled ^TMETHOD AND APPARATUS FOR OBTAINING 
A SET OF MAPS'', by Nemmaia Chithambaram et aL, Attorney Docket No. 30566.n2USUl, fled 
on July 31, 2000, which application is incorporated by reference into die present application). 

Further, even if deletion of one or more attributes renders obvious the deletion of a mapset 
(which Appellants traverse), such a disclosure fails to determine whedier such attributes are 
referenced or not. The r^c^\Tr^^ specifically provide for deleting unreferenced mapsets- The cited text 
from Barnard (and the remainder of Barnard) fail to teach whether a mapset is referenced or 
unreferenced and the deletion of unreferenced mapsets. 

In addition, once a mapset is deleted, any marioip data associated with die deleted mapset is 
also deleted. Barnard fbils to teach the deletion of markup data associated with any deleted mapsets. 

K, Tnde.pendent Ckiim 13 is Patentable O ver the Cited Arc 

Claim 13 is similar to claims 1 and 2 in that the file comptLses markup data for a map. Claim 
3 further provides for converting the markup data to coordinate data and using the coordinate data 
to obtain an SDF file that can be used to superimpose the markup data on the map. 

Appellants reassert the arguments above witii respect to claims 1 and 2 regarding die markup 
file. In addition. Appellants traverse the rejection of die other elements of claim 13. In rejecting the 
conversion of the markup data to coordinate data, die Office Action relies on col. 13, lines 3-16, col. 
15, lines 45-47 and lines 56-59. Col 13, Hnes 3-16 merely provides that when a mapping process is 
started, the current GPS location of the receiver is logged. Further, as the device moves, the new 
locations are lo^ed. Such a logging of location is not equivalent to converting markup data to 
coordinate data. 

Firsdy, Appellants note tliat rl^im 13 is a server system and is not a PDA device. The daim 
provides a system for processing markup data for a map comprising a server that is configured to 
perform the vario\is listed functions. Thtis, the claim includes a limitation that the system is a server 
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based system. CoL 13, lines 3-16 cleady provide for a mapping process utilizing die portable device 
of Barnard In this regard, the device is a cHent based device diat can easily obtain die coordinate 
information via its GPS system. However, die claims provide for converting markup data 
(received/obtained e.g., from a PDA device) into coordinate data. Such a server does not have a 
built in GPS system since it is stationary (nor is diere any description of such a GPS system in the 
present specification). Furdier, Appellants note diat maikup data is not equivalent to location data. 
The two are entirely different concepts that die Office Action is improperly intett^ffining, 

CoL 15, lines 45-47 and 56-59 merely describe diar a vector markup language can be used to 
edit golf course vectors online and diat accurate golf course elevation points can be tagged widi 
laumde and longitude coordinates using various techniques such as a GPS system. Again, such a 
teaching is performed on Barnard's device itself and is not used on a server. Furtibcr, the elevation 
point data is not converted into coordinate data as claimed Instead, die elevation point data is 
tagged witfi ktimde and longitude merely by using a GPS system. Laserplane system, etc. (as 
described in Barnard) (see col. 15, lines S5-col. 16, line 46). 

Claim 13 furdicr provides obtaining an SDF file diai can be used to superimpose die 
markup data on the map. Firsdy, Appellants note tiiat an SDF file is a particular type of format as 
set forth in die claims and specification. In this regard, an electronic search of Barnard for the term 
"SDF" provides no results whatsoever. Widiout even mentioning the format SDF, Barnard caimot 
possibly ceach ot anticipate a claim that obtains an SDF file. Additionally, die file is used to 
superimpose die markup data on die map. In rejecting diis claim element, die Office Action relies 

on coL 17, lines 57-61, which provides: 

The exchange of user mapped courses will enable multiple u^er processing and editing to 
greatly enhance the quality of the maps. Moreover, individual users m^y add or modify feamtes to 
existing course maps as they are encountered on a cowxpe. 

Not one word of this text even remotely refers to, describes, or suggests^ implicidy or 
expiicidy, die superimposing of markup data on a map. Instead, the text merely refers to adding or 
modifying features on a covirse map as they are encountered on a course. Such editing in 
accordance widi Barnard may simply open the map and/or features widiout ever superimposing 
markup data on die map. Further, an electronic search of Barnard for the terms "super" and 
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"impose" pro^de no results. Accordingly. Bamaid does not and cannot anticipate, teach, suggest. 

or render obvious claim 13. 

In response to the above aigomcnts (submitted in response to a first Office Action), the 

final Office Action provides: 

Applkani argues Bamard fails to teach or suggests a server converting markup data to 

coordinate data. . 

Exammer disagrees Bamaid teaches oi suggests a server convertmg markup data co 

coordinate data (Col. 1 5, Line 25 to Col 1 8. line 2). , , . ^i . 

AppHcani argues Barnard foils to teach or su^esis a SDF (standard dam file) file. 
Examiner disagrees as Barnard teaches or suggests a SDF (standard data file) file (Col. 23, 

Lines 2-7, 9-28). ^ ^ 

Applicant argues Barnard fafls to teach or suggests super imposing markup data on a map. 
Examiner disagrees as Bamaid teaches or suggests super imposing markup data on a map 

(Col. 15. Lines 25-54). 

With respect to the conversion of markup data to coordinate data, AppeDants rcspectfiilly 
traverse the assertions in die final Office Action. CoL 15. line 25 to coL 18, line 2 describes a user 
using a GPS device to obtain data which is daen transferred to a web site. Appellants assume the 
final Office Action is asserting the GPS data is equivalent to markup data. However, unlike die 
present claims, such GPS data is the markup data and is convened on die GPS device itself. Again, 
the claims provide a clear limitation diat the system is a server that is configured ro provide various 
functions. Instead of performing any conversion on the server, Barnard teaches die PDA device 
performing all functions and then uploaded data co a web site. In this regard, Barnard completely 
foils to teach, describe, or suggest, implicitly or explicitiy, a server performing a conversion of 
markup data to coordinate data as claimed. 

With respect to the SDF file hmitarions, die final Office Action now relies on coL 23, lines 
2-7 and 9-28. This portion of text merely describes the logging of data into a map file. Such a 
teaching is not equivalent to the SDF file set fordi in the claims and described in d:ie specification of 
the present invention. Page 15, line 18 - page 16, line 3 of die present specification describes SDF 
files. In this regard, the term SDF has a particular meaning rfiat is established in the specification. 
The final Office Action is merely equating a map file with a particular SDF file. In tliis regard, the 
final Office Action is not giving die term SDF any additional meaning beyond that of a map file. 
Furdier, the claiais themselves provide that the SDF file can be used to superimpose the markup 
data on the map. Such fimctionaUty establishes a difference between the map file to which data is 
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being logged as set forth in Barnard. 

In view of the above. Appellants submit that daim 13 is in allowable form and rcspectfuUy 

request reversal of the rcjecrions, 

L Dept^nden*- rioiirt 1 d is Patentable Over tf i^ Cited Art 

As stated above, dependent claim 14 provides details regarding the cootdinaie data of daim 
13. Namely, the coordinate data comprises mapping coordinate system (NLCS) coordinates (see page 
15, lines 19-23), Further, the server converts the MCS coordinates into latimde/longimde 
coordinates (see page 15, lines 19-23). Thus, as claimed, the servgr converts MCS coordinates into 
latimde/longitade coordinates. 

In rejecting this claim, the final Office Action relies on coL 13, lines 3-16, col 15, Enes 45-47 

and 56-59. CoL 13, lines 3-16 provide: 

FIG. 3 is a depiction of a golf course mappmfi process. La this dcpicaon, as an example of a 
golf course feature to map, a user 25 >walks the pcpmeter 26 of green 27 to consmict a vector image 
display 28 of the acnial green 27 in real time on the display 28 of the display module 1 A. It should be 
understood that the follo\wng procedure is also used on bunkers, water hazards, fairvvays, tec boxes 
and other golf course features. When rhe software mapping process is started, the current location 
(Latimde and Longitude (Lat A-on)) of the receiver 52 is logged as a new vertex 29 in the RAM of the 
display module lA. The verteac 29 is also displayed on the display 28 at ihc same moment it is logged. 
Follovwng diat, locations oc vortexes are logged approximately once per step or pace of the user at a 
pte-determined time interval (each second is operable). 

As can be seen in this text, rhe PDA device obtains a current location specified by latitude 
and longiiude and logs die location as a vertex into RAM- Thus, the PDA device is obtaining 
LAT/LON coordinates- Col. 15, lines 45-47 provides: 

The World Wide Web Consordum's Vector Markup Language (VML) can also be employed 
to edit 2D golf course vectors online. 

Col. 15, lines 56-59 provides: 

Although not typically mapped by a user, accurate goH" course elcvauon point data can be 
tagged with laiirode and longitude coordinates and gadiercd into the inventive unit via any of the 
following methods; 

All of the above dted text cleady illuscrates a PDA unit obtaining LAT/LON coordinates. 
However, such text (and the remainder of Barnard) does not describe die conversion of MCS 
coordinates into LAT/LON coordinates. Instead, such text describes obtaining LAT/LON 
coordinates and possibly converting it into something else (e.g,, into a vertex for logging into RAM). 
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Accordingly, contrary to die claimcid conversion of MCS coordinates into LAT/LON coordinates, 
Barnard teaches converting LAT/LON coordinates into something else (the opposite conversion of 
that claimed). 

In addition to the above» Appellants assert that Barnard fails to teach mapping coordinate 
system (MCS) coordinates. In this regard, an MCS is a particular type of coordinate system used for 
storing coordinates for a map. No such coordinate system is described or referenced in Barnard. 

In view of the above. Appellants respectfully request reversal of the rejection of claim 14. 

M. Independent Claim 15 is Patentable Over the Cited Art 

CWm 1 5 provides for obtaining redline markup data on a map. Specifi cal ly, a new tedline 
object is selected. Hiereaftcr, a redline object is obtained while a stylus remains in contact with a 
screen of the PDA. It is well established and set forth in the specification that the redline object is 
an object comprised of a redline that is used to comment/markup the drawing/map displayed on 
the PDA. Further, die redline is a zero widdi vector that mimics ink flowing fix)m a stylus, and an 
associated text note tliat pops up as a tooltip when the object is selected (sec page 6, lines 7-17). 

Such a redline object is not equivalent to the vectors cited in Barnard, Specifically, Barnard 
merely provides for the creation of various vertex points by moving Barnard's device (e.g., a GPS 
system). Vectors are drawn between the points (see coL 13, lines 3-41). The user can then edit the 
vertex points using the stylus to drag one vertex location to another vertex location. The 
vectors /rays between the vertex points are dragged with the dragged vertex point (see col 13, lines 
34-41). Accordingly, instead of marking up a map with a redline (as claimed), Barnard merely allows 
the user to adjust a vertex attached to a line. Such a teaching does not even remotely suggest the 
present invention. 

In addition to the above. Appellants reassert the arguments set forth above with respect to 

claim 6. 

In view of the above. Appellants submit that claim 15 is allowable over the cited references 
and respectfully request reversal of the rejections. 
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N. Dependent CWm 1 is Patentable Oyer the Cited Att 

Dependent claim 16 provides further details with respect to daim 15. Namely, die GUI 
displays a text edit dialog box on die PDA screen and accepts text user input in the text dialog box 
(see page 21, line 17-page 22, line 17). 

Appellants assert the arguments set fordi above with respect to claim 7. In view of such 
arguments. Appellants respectfully request revetsal of the rejections of daim 1 6. 

O. Dependent Claim 17 is Not Separatdy Argued 

p. Independent Claim 18 is Pat.entable Over the Cited Art 

riaim 18 provides for obtaining a note markup data for a map on a PDA. Specifically, upon 
selecting a new note oh)^ an anchor point is selected, a text entry screen is used to enter text 
inpuc^ and an icon representative of a note is displayed at the anchor point. 

In rejecting dais claim, die Office Action redtcs various portions of cok. 20 and 21. 
However, Appellants note that nowhac in cols. 20 or 21 is there any suggestion, implicit or explidt, 
for displaying an icon representative of a note at an anchor point as claimed. To reject this claim 
element, the Office Action recites coL 21, lines 65-67 and coL 22, lines 2-5 which provide: 

When '"Poinr" is pressed the oirrenr locarion is logged, Immediaiely following this, the user 
h prompted for & nOt£ to dfifin£ the point. 
End 

The. user should press the End button as she neoxs the ongmni start point of an Afea ot die 
end of a line. When "End" is pressed, the user is prompted for a note to be added about that feature. 

As set forth in this portion, Barnard merely prompts a user for a note to define a point. 
There is no icon displayed or indicauon diat a note is associated with a pardcular acccibute or anchor 
point on the map (as claimed). The claims specifically provide for displaying such an icon. Furthera 
an electronic search of Bernard for the term "icon" provides no results whatsoever. Without even 
mendoning the word "icon", Bernard cannot possibly teach displaying such an icon at a pardcokr 
locadon on a map. 

In addiuon to the above arguments, Appellants reassert the arguments set forth above with 
respect to claim 9. In view of such arguments, Appellants submit claim 18 is in allowable form and 
respectfully request reversal of the rqections. 
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Q. DependenlC kim 19 is Not Separately Argued 

R. Dependent Clnims Sfi-SR Are Patentable Over die Cited Art 

Dependent claims 56, 57, and 58 provide limitations with respect to the system of claims 1, 
2, and 13 respecrively. Namely, these claims provide that the markup data is separate from a file of 
the geographic data/map. 

In rejecting these claims, the finale Office Action relies on Barnard, coL 18, lines 3-20, coL 
25, lines 34-56, coL 15, lines 17-53, coLl 6, lines 51-67, coL 41, lines 8-64, and col. 27, lines 1-33. 

CoL 18, Hnc$ 3-20 describes map data files that can include typical score card data. 

Col. 25, lines 34-56 describes the ability to upload course data to a PC for use in an instant 
replay. This portion of text also describes how a user can edit the course map and upload such a 
course map to a \veb site. 

CoL 15, lines 17-53 describes a satellite or aerial picture of a golf course obtained by a user 
(wherein GPS coordinate are captured each time a picture is taken). Thereafter, the user can upload 
the pictures and coordinates to a web server. Furdier, the user can then retrieve the uploaded golf 
course images (i.e., the image captured by the user or by another user) and open up his own vector 
mapped data obtained using a GPS device and display it over the top of the web page image. Thus, 
col. 15, hues 17-53 does describe the placement of a vector map file over a web page image. 
However, Appellants note diat such golf course images arc only images that can be used by users to 
trace and create the map file for PDA use (see col. 15, lines 23-24 and 39-42). Accordingly, the 
graphic image that the vector map is placed over is merely used to allow the user to trace and update 
the user's vector map file. Such a graphic image is not a map as set forth in the claims or as 
understood in the art. 

Col. 16, lines 51-67 describes tlie user of a PDA GPS type device that is used to create or 
edit maps of golf courses and exchange such information with other golfers through an Internet site. 
The text describes how the course can be edited using positional data. 

CoL 41, lines 8-64 are claims 27-31 of Barnard. Barnard claim 27 describe the ability to label 
a topographic characteristic of a map (see claim 25) using positional data obtained &om the device. 
Barnard claims 28 and 30 specify that a geographic region is a golf course and position information 
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comprises atctibaiies of the golf course. Further, the imp data ffle is retrieved from positaonal 
equipment at the golf course. Barnard claim 29 describes the ability for a user to modify location 
data. Barnard ^l^itn 31 describes the use of a position module of a PDA that can be used to store 
and display the map data ffle. Barnard claim 32 describes a viewing device that has a data link. 

Col, 27, lines 31-33 describe displaying a name for courses loaded into a RAM flash card or 
other memory storage system. 

The above cited texts all describe various features of Barnard. However, none of the 
described features even remotely describe markup data that is maintained in a separate ffle from that 
of the geographic data/map (as claimed). In dais regard, the above dtcd text (aod the remainder of 
Barnard) consistently describes a map ffle that contains the data obtained by die user through the 
GPS system. The tc^ct foils to describe, implicidy or exphcitly, any separation of markup data from a 
map itself. Further, the text describes how the obtained positional data is stored with the map ffle 
itself and not separately. The Examiner has failed to site any portion of Barnard that teaches or 
even remotely alludes to the separation of markup data from tlie map ffle (as claimed). To the 
contrary, Barnard teaches away from such an implementation by teaching die editing of a map itself 
with any data from the user. 

In view of the above, Appellants respectfully request reversal of the rejections. 

S. Dependent Claims 20-37. 59-60. 38-55. and 61-62 Are Not Separately Argued 

riaims 20-37 and 59-60 are method claims corresponding to system claims 2-19. 

Claims 38-55 and 61-62 are article of manufacture claims corresponding to system claims 2- 

19. 

For the reasons stated above widi respect to the corresponding claims^ Appellants traverse 
the rejections of these claims and ruspectfuUy request reversal of the rejections. 
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VIII. CQnclusion 

In light of the above argumeats, AppeDsnts respectfully submit that the cited references do 
not anridpaie nor render obvious the claimed invention- More specifically. Appellants* claims recite 
novel physical features which patentably distinguish over any and all references under 35 U.S.C. §§ 
102 and 103. As a result, a decision by die Board of Patent Appeals and Interferences reversing the 
Examiner and directing allowance of the pending claims in the subject application is respectfully 
solicited. 

Respectfully submitted, 

GATES & COOPER LLP 
Attorneys for Applicant(s) 
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